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I. REAL PARTY IN INTEREST 

The real party in interest is SAMSUNG ELECTRONICS CO., LTD., the assignee of the 
subject application. 
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II. RELATED APPEALS AND INTERFERENCES 

Appellant, Appellant's legal representative, and the Assignee do not know of any prior or 
pending appeals, interferences or judicial proceedings which may be related to, directly affect or 
be directly affected by, or have a bearing on, the Board's decision in this appeal. 
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III. STATUS OF THE CLAIMS 

Appealed claims 1-22 have been rejected are on appeal. 
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IV. STATUS OF AMENDMENTS 

No amendments have been filed subsequent to the final rejection mailed on February 8, 
2005. The Applicants did submit a Request for Reconsideration that was filed on June 7, 2005. 
and was considered by the Examiner as indicated by the Advisory Action mailed July 5, 2005. 
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V. SUMMARY OF CLAIMED SUBJECT MATTER 

A. Claims 1 and 6 

Independent claim 1 is directed to a digital contents (including software, music, video, 
images, and documents, as described in the specification on page 2, lines 6-7) superdistribution 
method through digital contents download services. 

The superdistribution method comprises accessing by a first user a server (e.g. server 
computer 1 10 in FIG. 1) providing digital contents download services via a first communication 
network (e.g. the internet in FIG. 1) to make payment for digital contents on the server, and 
receiving a download of the digital contents on which a security code is set. This providing and 
receiving operation is illustrated as operation 210 in FIG. 2. and is described in the specification 
on page 9, lines 11-14. After the first user makes the payment to the server, distribution is 
made of the downloaded digital contents from the first user to a second user. This distribution 
operation is illustrated as operation 220 in FIG. 2, and is described in the specification on page 
9, lines 13-21. If the distributed digital contents are executed on the second user's computer, 
the server is accessed automatically via the first or another communication network. This 
accessing operation is illustrated as operation 260 in FIG. 2, and is described in the 
specification on page 10, lines 6-8. 

Claim 1 further recites "after the server is accessed and payment for the distributed 
digital contents is made by the second user, offering a predetermined compensation via the 
server to the first user who received the downloaded digital contents." This compensation 
offering operation is illustrated as operation 270 in FIG. 2, and is described in the specification 
on page 10, line 12 through page 11, line 2. 

Independent claim 6 is also directed to a digital contents superdistribution method 
through digital contents download services and recites features which are similar to claim 1 and 
which are supported by the specification in a similar manner. 

B. Claim 10 
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Independent claim 10 is directed to a digital contents superdistribution system. The 

system comprises a server computer to provide digital contents download services. The server 

computer is illustrated as 110 in FIG. 1 and is described in the specification on page 7, lines 1- 

1 1 . The system further comprises a first user computer (120 in FIG. 1) connected to the server 

computer via a communication network (including the Internet, as depicted in FIG. 1, and as 

described in the specification on page 6, line 18). The first user computer makes payment for 

digital contents, and receives download services of the digital contents on which a security code 

is set from said server computer, as described in the specification on page 7, lines 12-18. 

The system also comprises a second user computer (130 in FIG. 1) that receives a copy 
of the digital contents of the first user computer, is connected to said server computer via a 
second communication network (including the Internet, as depicted in FIG. 1 , and as described 
in the specification on page 6, lines 16-20), and is automatically connected to said server 
computer if the copy of the digital contents distributed by said first user computer are executed 
by said second user computer. The second user computer is illustrated as 130 in FIG. 1 and is 
described in the specification on page 8, lines 3-26. 

Claim 10 also recites that "if the copy of the digital contents distributed by said first user 
computer are executed on said second user computer, said second user computer accesses 
said server computer due to a failure of a security check on the security code set on the copy of 
the digital contents, and if said second user computer accesses said server to make payment 
for the copy of the digital contents, a predetermined compensation is offered to a first user of 
said first user computer who has distributed the copy of the digital contents received by said 
second user computer." The accessing and compensation offering operations are illustrated in 
FIG. 1 and described in the specification on page 8, lines 3-26. 

C, Claim 12 

Independent claim 12 is directed to a method of distributing digital contents using a 
server. The method comprises receiving at the server an indication from a receiving client 
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through a communication network that the receiving client received a copy of digital contents 
from a distributing client, the distributing client having previously offered compensation for the 
digital contents using the server, with the indication including an identification of the distributing 
client and that the receiving client is compliant with a license for the digital contents. This 
receiving operation is described in the specification on page 9, line 8 through page 10, line 12. 

Claim 12 further recites "offering compensation using the server to the distributing client 
after said receiving at the server the indication from the receiving client." This compensation 
offering operation is illustrated as operation 270 in FIG. 2, and is described in the specification 
on page 10, lines 9-22. 

D. Claim 14 

Independent claim 14 is directed to a method of distributing digital contents. The 
method comprises verifying at a server that a first client is compliant with a license for the digital 
contents through a first communication network prior to allowing the first client to access the 
digital contents. This verifying operation is described in the specification on page 9, lines 11-14. 
The method also comprises receiving by a second client a copy of the verified digital contents of 
the first client, and verifying at the server that the second client is compliant with the license for 
the digital contents through the first or a second communications network prior to allowing the 
second client to access the copy of the verified digital contents of the first client. The receiving 
and verifying operations are described in the specification on page 9, line 13 through page 10, 
line 8. 

Claim 14 also recites "offering compensation to the first client if the second client is 
verified to be compliant with the license." The compensation offering operation is described in 
the specification on page 10, line 9 through page 1 1 , line 2. 

E. Claim 19 

Independent claim 19 is directed to a distributing system to manage the distribution of 
digital contents having a license (FIG. 1). The system comprises a first client (120 in FIG. 1) 
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having the digital contents and the license, where said first client is verified to be compliant with 
the license. The system also comprises a second client (130 in FIG. 1) having a copy of the 
verified digital contents of said first client, and a server (1 10 in FIG. 1) that verifies through a 
communication network whether said second client is compliant with the license for the digital 
contents, where said second client cannot access the copy of the verified digital contents of said 
first client unless said server verifies said second client is compliant with the license. 

The server also offers compensation to said first client if said second client is verified to 
be compliant with the license. The server is described in the specification on page 7, lines 1-1 1 
and on page 8, lines 12-26. 

F. "Means" Or "Step" 

None of the claims contain an element expressed as a means or step for performing a 
specified function without the recital of structure, material, or acts in support thereof. 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 1-22 stand rejected under 35 U.S.C. § 103(a) as being obvious over U.S. Patent 
Application Publication No. 2003/0135464 by Mourad et al. in view of U.S. Patent Application 
Publication No. 2004/0107125 by Guheen et al. 
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VIL ARGUMENT 

A. Review of the Prior Art 

1. U.S. Patent Application Publication No. 2003/0135464 by Mourad et al. 

U.S. Patent Application Publication No. 2003/0135464 by Mourad et al. (Mourad) is 
directed to digital content distribution using web broadcasting services. More particularly, 
Mourad discloses methods and systems for securely distributing data over global 
communications networks such as the Internet and cable or satellite digital broadcast networks. 

2. U.S. Patent Application Publication No. 2004/0107125 by Guheen et al. 
U.S. Patent Application Publication No. 2004/0107125 by Guheen et al. (Guheen) is 

directed to business alliance identification in a web architecture. More particularly, Guheen 
discloses methods and systems for identifying alliances between business entities, and 
pictorially representing those alliances. 

B. Claims 1-9, 12-13, and 21-22 are Patentable over the Prior Art 

As described above, the present invention involves superdistribution of digital contents. 
In an embodiment, a first user accesses a server, pays for digital contents on the server, and 
receives a download of the digital contents on which a security code is set. The digital contents 
are then distributed to a second user. If the distributed contents are executed on the second 
user's computer, the server is accessed automatically, and if payment is made by the second 
user, a compensation is offered to the first user. Although the Examiner's position is not clear 
on the issue, the combination of the cited references fails to teach this compensation-offering 
feature. 

With respect to claim 1 , the Guheen reference was cited by the Examiner for teaching a 
compensation-offering feature. As acknowledged on pages 2-3 of the February 8, 2005 final 
Office Action: 

Mourad et al fail[s] to teach an inventive concept of offering a 
predetermined compensation via the server to the user who 
received the downloaded digital contents and distributing the 
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downloaded digital contents after making payment to another 
user. 

However, with respect to claim 6, the Examiner takes a contradictory position. 

Specifically, the Examiner states on pages 4-5 of the February 8, 2005 final Office Action: 

Mourad et al teach[s]... offering via the server the first client a 
predetermined compensation if the second client makes payment 
for the distributed digital contents. 

The Applicants respectfully submit that this contradiction is moot in light of the fact that 
neither Mourad nor Guheen teach or suggest the compensation-offering feature, as recited. In 
fact, the Applicants are unable to find any mention whatsoever in the cited sections of either 
Mourad or Guheen regarding offering compensation via a server to a first user who received 
contents and distributed those contents to second user. 

To establish obviousness under §103. the Examiner must consider the claimed invention 
"as a whole," and the prior art must teach or suggest all of the claim features. See Manual Of 
Patent Examining Procedure §2143.03 (8th ed. Rev. 2 May 2004)("MPEP"); In re Royka, 180 
U.S.P.Q. 580, 583 (C.C.P.A. 1974); In re Fine, 5 U.S.P.Q.2d 1596, 1599 (Fed. Cir. 1988); Ruiz 
V. A.B. Chance Co., 69 U.S.P.Q.2d 1686, 1690 (Fed. Cir. 2004). 

Referring, for example to claim 1 , it is submitted that the prior art does not teach or 

suggest the claimed digital contents superdistribution method, which comprises: 

accessing by a first user a server providing digital contents 
download sen/ices via a first communication network to make 
payment for digital contents on the server, and receiving a 
download of the digital contents on which a security code is set; 

after the first user makes the payment to the server, distributing 
the downloaded digital contents from the first user to a second 
user; 

if the distributed digital contents are executed on the second 
user's computer, accessing the server automatically via the first or 
another communication network; and 

after the server is accessed and payment for the distributed digital 
contents is made by the second user, offering a predetermined 
compensation via the server to the first user who received the 
downloaded digital contents. 
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Therefore, it is submitted that claim 1 patentably distinguishes over the prior art. 

It is also submitted that the Examiner's line of reasoning for combining the teachings of 
Mourad and Guheen is deficient. To establish a prima facie case of obviousness based on 
multiple references, there must be some teaching that would have led one of ordinary skill in the 
art at the time of the invention to combine the references. MPEP § 2143.01 ; In re Thrift, 63 
U.S.P.Q.2d 2002. 2006 (Fed. Cir. 2002)(quoting In re Fine, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 
1988)); In re Rouffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). 

On page 3 of the February 8, 2005 final Office Action, the Examiner maintains the 
position that: 

[l]t would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the inventive concept 
of Maurad et al to include Guheen et al's concept of offering a 
predetermined compensation via the server to the user who 
received the downloaded digital contents and distributing the 
downloaded digital contents after making payment to another user 
because this would have ensure[d] the content is paid for before 
[being] downloaded by the user. 

It is submitted that the Examiner's obviousness statement is deficient because it 
provides no line of reasoning from the prior art as to why one of ordinary skill would have been 
led to combine the teachings of the prior art. That is, the Examiner simply provides a hindsight 
reconstruction ("because this would have ensure[d] the content is paid for before [being] 
downloaded by the user") of the present invention by selecting different features from the prior 
art and combining them to achieve the presently claimed invention. 

In fact, it is submitted that one of ordinary skill would not have been led to combine the 
teachings of the prior art to achieve the present claimed invention. At most, it is submitted that 
one of ordinary skill would have been led to modify Mourad so that alliances between content 
distribution entities could be identified. 

For all of the above reasons, it is submitted that claims 1-9, 12-13, and 21-22 patentably 
distinguish over the prior art. 



13 



Serial No. 09/783,560 

It is also submitted that neither Mourad nor Guheen teach or suggest further distribution 



of the contents hierarchically, nor do they teach offering a compensation to a second user. 

Referring for example, to dependent claim 4 (dependent on claim 3 which depends from 

independent claim 1), this claim recites: 

further distributing the distributed digital contents on which the 
security code is reset to a third user; 

if payment for the further distributed digital contents is made by 
the third user, offering via the server a predetermined 
compensation to the second user who further distributed the 
distributed digital contents, and 

if payment for the further distributed digital contents is made by 
the third user, the security code which has been set on the 
distributed digital contents is reset for the third user who made the 
payment. 

Therefore, it is submitted that dependent claim 4 patentably distinguishes 
over the prior art. 

C. Claims 10-11 are Patentable over the Prior Art 



Referring to claim 10, this claim is directed to a digital contents 
superdistribution system. The system comprises: 

a server computer to provide digital contents download services; 

a first user computer connected to said server computer via a 
communication network, said first user computer makes payment 
for digital contents, and receives download services of the digital 
contents on which a security code is set from said server 
computer; and 

a second user computer that receives a copy of the digital 
contents of the first user computer, is connected to said server 
computer via a second communication network, and is 
automatically connected to said server computer if the copy of the 
digital contents distributed by said first user computer are 
executed by said second user computer, 

wherein, 

if the copy of the digital contents distributed by said first 
user computer are executed on said second user computer, said 
second user computer accesses said server computer due to a 
failure of a security check on the security code set on the copy of 
the digital contents, and 
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if said second user computer accesses said server to 
make payment for the copy of the digital contents, a 
predetermined compensation is offered to a first user of said first 
user computer who has distributed the copy of the digital contents 
received by said second user computer. 

Although not clear, the Guheen reference appears to have been cited by the Examiner 

for teaching the first user computer, as recited. As acknowledged by the Examiner on page 7 of 

the February 8, 2005 Office Action, 

Mourad et al fail[s] to teach an inventive concept of downloading 
to a first client the digital contents on which a security code is set 
from a server, which provides digital contents download services 
and to which the first client both accessed via a communication 
network and made payment for the digital contents. 

The Applicants have found no mention in the Guheen reference that suggests the first 
user computer, as recited. 

It is also submitted that the Examiner's line of reasoning for combining the teachings of 

Mourad et al. and Guheen et al. is deficient. On pages 7-8 of the February 8. 2005 final Office 

Action, the Examiner maintains the position that: 

[l]t would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the inventive concept 
of Mourad et al to include Guheen's downloading to a first client 
the digital contents on which a security code is set from a server, 
which provides digital contents download services and to which 
the first client both accessed via a communication network and 
made payment for the digital contents because this would have 
ensure[d] the content is paid for before [being] downloaded by the 
user. 

It is submitted that the Examiner's obviousness statement is deficient because it 
provides no line of reasoning from the prior art as to why one of ordinary skill would have been 
led to combine the teachings of the prior art. That is, the Examiner simply provides a hindsight 
reconstruction of the present invention by selecting different features from the prior art and 
combining them to achieve the presently claimed invention. 

D. Claims 14-20 are Patentable over the Prior Art 
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Referring to claim 14, this claim is directed to a method of distributing digital contents. 
The method comprises a compensation offering feature that requires license verification 
("offering compensation to the first client if the second client is verified to be compliant with the 
license"). The Applicants respectfully submit that neither Maurad nor Guheen teach or suggest 
such a compensation offering feature. 

Referring to claim 19, this claim is directed to a distributing system to manage the 
distribution of digital contents having a license. The system includes a server that verifies 
license compliance on the part of a second client, and that offers compensation to a first client if 
the second client is compliant with the license. The Applicants submit that nether Maurad nor 
Guheen teach or suggest such a server. 

With respect to claims 14-20, it is also submitted that, as described above, the 
Examiner's line of reasoning for combining the teachings of Mourad et al. and Guheen et al. is 
deficient. 

E. Conclusion 

In summary, the Applicants submit that claims 1-22 patentably distinguish over the prior 
art. Reversal of the Examiner's rejection is respectfully requested. 



Respectfully submitted, 



STAAS & HALSEY LLP 





Christopher P. Mitchell 
Registration No. 54,946 
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VIII. CLAIMS APPENDIX 

1. (PREVIOUSLY PRESENTED) A digital contents superdistribution method through 
digital contents download services, the superdistribution method comprising: 

accessing by a first user a server providing digital contents download services via a first 
communication network to make payment for digital contents on the server, and receiving a 
download of the digital contents on which a security code is set; 

after the first user makes the payment to the server, distributing the downloaded digital 
contents from the first user to a second user; 

if the distributed digital contents are executed on the second user's computer, accessing 
the server automatically via the first or another communication network; and 

after the server is accessed and payment for the distributed digital contents is made by 
the second user, offering a predetermined compensation via the server to the first user who 
received the downloaded digital contents. 

2. (PREVIOUSLY PRESENTED) The method of claim 1 , wherein, if the distributed digital 
contents are executed on the second user's computer, further accessing the server due to a 
failure of a security check on the security code set on the distributed digital contents. 

3. (PREVIOUSLY PRESENTED) The method of claim 1 , wherein, if the server is 
accessed and payment for the distributed digital contents is made by the second user, further 
resetting the security code set on the distributed digital contents for the second user who made 
the payment. 

4. (PREVIOUSLY PRESENTED) The method of claim 3, further comprising: 

further distributing the distributed digital contents on which the security code is reset to a 
third user; 

if payment for the further distributed digital contents is made by the third user, offering 
via the server a predetermined compensation to the second user who further distributed the 
distributed digital contents, and 

if payment for the further distributed digital contents is made by the third user, the 
security code which has been set on the distributed digital contents is reset for the third user 
who made the payment. 

5. (PREVIOUSLY PRESENTED) The method of claim 1, further comprising 
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further distributing the downloaded digital contents to additional users by the second 

user who received the distributed digital contents; and 

repeating said further distributing by the additional users to still other additional users 

hierarchically. 

6. (ORIGINAL) A digital contents superdistribution nnethod through digital contents 
download services, the superdistribution method comprising: 

downloading to a first client the digital contents on which a security code is set from a 
server, which provides digital contents download services and to which the first client both 
accessed via a communication network and made payment for the digital contents; 

receiving at the server an access request from a second client via a second 
communication network if the downloaded digital contents are distributed from the first client to 
the second client and are executed on the second client; and 

offering via the server the first client a predetermined compensation if the second client 
makes payment for the distributed digital contents. 

7. (ORIGINAL) The method of claim 6, wherein the access request is automatically 
made owing to a failure of a security check on a security code set on the distributed digital 
contents which are executed on the second client. 

8. (ORIGINAL) The method of claim 6, wherein, if the second client makes payment for 
the distributed digital contents, resetting via the server the security code on the distributed digital 
contents for the second client. 

9. (ORIGINAL) The method of claim 8, further comprising 

offering via the server a predetermined compensation to the second client who has 
further distributed the digital contents on which the security code is reset to an additional client if 
the digital contents on which the security code is reset is distributed to additional clients and 
payment for the digital contents on which a security code is reset is made; and 

if payment for the digital contents on which the security code is reset is made, resetting 
the security code on the digital contents for the additional client who makes the payment. 

10. (ORIGINAL) A digital contents superdistribution system comprising: 
a server computer to provide digital contents download services; 
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a first user computer connected to said server computer via a communication network, 
said first user computer makes payment for digital contents, and receives download services of 
the digital contents on which a security code is set from said server computer; and 

a second user computer that receives a copy of the digital contents of the first user 
computer, is connected to said server computer via a second communication network, and is 
automatically connected to said server computer if the copy of the digital contents distributed by 
said first user computer are executed by said second user computer, 
wherein, 

if the copy of the digital contents distributed by said first user computer are 
executed on said second user computer, said second user computer accesses said server 
computer due to a failure of a security check on the security code set on the copy of the digital 
contents, and 

if said second user computer accesses said server to make payment for the copy 
of the digital contents, a predetermined compensation is offered to a first user of said first user 
computer who has distributed the copy of the digital contents received by said second user 
computer. 

11 . (ORIGINAL) The system of claim 10, wherein, if said second user computer makes 
payment for the copy of the digital contents, said server computer resets the security code on 
the copy of the digital contents of said second user computer. 

12. (PREVIOUSLY PRESENTED) A method of distributing digital contents using a 
server, comprising: 

receiving at the server an indication from a receiving client through a communication 
network that the receiving client received a copy of digital contents from a distributing client, the 
distributing client having previously offered compensation for the digital contents using the 
server, with the indication including an identification of the distributing client and that the 
receiving client is compliant with a license for the digital contents; and 

offering compensation using the server to the distributing client after said receiving at the 
server the indication from the receiving client. 

13. (ORIGINAL) The method of claim 12, further comprising 

setting by the server the identification of the distributing client on the digital contents prior 
to said receiving the indication from the receiving client, said setting the identification comprising 
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setting a distributing client security code for the digital contents; and 

resetting the distributing client security code for the copy of the digital contents to a 
receiving client security code using the server through the connnnunication network if the 
receiving client is compliant with the license. 

14. (PREVIOUSLY PRESENTED) A method of distributing digital contents, comprising: 
verifying at a server that a first client is compliant with a license for the digital contents 

through a first communication network prior to allowing the first client to access the digital 
contents; 

receiving by a second client a copy of the verified digital contents of the first client; 

verifying at the server that the second client is compliant with the license for the digital 
contents through the first or a second communications network prior to allowing the second 
client to access the copy of the verified digital contents of the first client; and 

offering compensation to the first client if the second client is verified to be compliant 
with the license. 

15. (ORIGINAL) The method of claim 14, wherein 

said verifying at the server that the first client is compliant comprises setting a first 
security code for the digital contents that allows the first client to access the digital contents, and 

said verifying at the server that the second client is compliant comprises resetting the 
first security code for the copy of the verified digital contents of the first client to a second 
security code that allows the second client to access the digital contents. 

16. (ORIGINAL) The method of claim 15, wherein said verifying at the server that the 
second client is compliant further comprises receiving a payment from the second client prior to 
resetting the first security code to the second security code. 

17. (ORIGINAL) The method of claim 14, wherein said receiving by the second client 
comprises receiving the copy of the verified digital contents of the first client from the first client. 

18. (ORIGINAL) The method of claim 14, wherein said receiving by the second client 
comprises receiving the copy of the verified digital contents of the first client from a third client, 
where the third client was not compliant with the license. 
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19. (ORIGINAL) A distributing system to manage the distribution of digital contents 
having a license, comprising: 

a first client having the digital contents and the license, where said first client is verified 
to be compliant with the license; 

a second client having a copy of the verified digital contents of said first client; and 
a server that 

verifies through a communication network whether said second client is compliant with 
the license for the digital contents, where said second client cannot access the copy of the 
verified digital contents of said first client unless said server verifies said second client is 
compliant with the license, and 

offers compensation to said first client if said second client is verified to be compliant 
with the license. 

20. (ORIGINAL) The distributing system of claim 19, wherein said server further 

sets a first security code for the digital contents that allows said first client to access the 
digital contents in order to verify that said first client is compliant with the license, and 

resets the first security code for the copy of the verified digital contents of said first client 
to a second security code that allows said second client to access the digital contents in order to 
verify that said second client is compliant with the license. 

21 . (ORIGINAL) The method of claim 4, further comprising repeating said further 
distributing and offering the predetermined compensation hierarchically. 

22. (ORIGINAL) The method of claim 9, further comprising repeating hierarchically said 
further distributing by and offering the predetermined compensation to the additional client to 
additionally distribute the digital contents to still other additional clients. 
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IX. EVIDENCE APPENDIX 

Not applicable 
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X. RELATED PROCEEDINGS APPENDIX 

Not applicable 
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